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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair Com- 
petition in the United States 





This publication, issued monthly, contains all current decisions 
on the law of trade-marks, trade-names and unfair competition 
in the courts of the United States, and of the several States and 
in the United States Patent Office. The text of opinions is given 
in full so far as they relate to trade-marks, or allied subjects, 
with references to the official or other reports, if any, in whicl 
the cases are to be found, and with annotations and cross ref 
erences, designed to illustrate the development and assist in the 
study of this branch of the law. 

It likewise contains the text of all legislative enactments of 
the several state legislatures, and of the federal congress, re- 
lating to the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced 
by courts and legislative bodies from year to year. It includes 
also all treaties and conventions to which the United States 1s a 
party, relating to trade-marks. Each annual volume will be com- 
pleted with an index, digest and table of cases, that will make its 
contents readily accessible for reference. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is TWO DOLLARS per year in the United States, Canada 
and Mexico; elsewhere TEN SHILLINGS. 
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UNITED STATES CIRCUIT COURT OF APPEALS 
EDWARD HILKER Mop Co. v. UNITED Srates Mop Co., et al. 
(191 Fed. Rep., 613.) 

Sixth Circuit, November 7, 191T. 


1. UNFAIR COMPETITION—]) ON OF ADVERTISING. 

The appropriation of cuts and expressions from complainant’s 
advertisements in news and trade-papers directed to obtaining agents 
for the sale of its goods, when promptly accompanied with the name 
of the advertiser, is not unfair competition. The copying of com- 
plainant’s circulars of instruction to agents involves no likelihood of 
deception to purchasers. Prospective purchasers are not likely to be 
deceived by the similarity in the arguments derived from the cir- 
culars and adduced by agents. Such acts do not. therefore, fall 
within the operation of the rule forbidding the sale of one man’s goods 
as those of another. 

2. UNFAIR COMPETITION—IMITATING APPEARANCE OF ARTICLI 

Similarity in the appearance of defendant’s goods to those of the 
complainant, with respect to elements that are common to articles of that 
character, does not amount to unfair competition 


Appeal from the Circuit Court of the United States for the 


Northern District of Ohio. Decree for defendants affirmed. 
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Charles B. Gillson (Gillson & Gillson, on the brief), for ap- 
pellant: 
Wilbur A. Owen and Robert H. Parkinson (Owen & Owen, 
on the brief), for appellees. 
Before WARRINGTON, KNAPPEN, and DENISON, Circuit 
Judges. 


KNAPPEN, Circuit Judge. [After discussing the issue of 
patent infringement ]— 


The unfair trade complained of is alleged to consist, in part, 
in the use of advertising matter calculated to deceive. Complain- 
ant and its predecessors had been engaged in the manufacture and 
sale of mops a considerable time before the defendant and _ its 
predecessors entered the field. Both complainant and defendant 
sell their mops to agents, for whom they advertise in trade jour- 
nals, newspapers, etc., and to whom they furnish printed circulars 
containing instructions and descriptive matter. The complainant 
in such advertisements and printed matter calls its mop the 


“Squeezie-Easy” mop. Defendant calls its mop the “Easy 
Wringer” mop. In both newspaper and trade journal advertise- 


ments defendant was, when the bill was filed, using pictures of 
the mop and employing expressions apparently copied from com- 
plainant’s advertisements and circulars. Both parties, however, 
advertised prominently in their own names; their respective ad- 
vertisements sometimes appearing upon a given page of the same 
journal. Such advertisements were not primarily intended to 
make sales to the ultimate purchaser, but to obtain agents, to 
whom other literature was sent in case of response to advertise- 
ments. The circulars sent defendant’s agents were apparently 
copied, in substantial respects, from complainant's circulars to 
its agents. The similarity is such that, if intended or likely to be 
given to the ultimate purchaser, we should be disposed to hold 
that the ultimate purchaser who had seen complainant’s circulars 
was likely to be deceived by defendant’s circulars into purchasing 
in the belief that the goods were those of complainant’s manu- 
facture. But the nature of the circulars issued by both parties 
was such, containing as they did instructions to and a schedule of 
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large compensations paid agents, that it seems quite unlikely that 
they would naturally fall into the hands of the ultimate purchaser. 
It is urged that, as defendant’s circulars furnish “talking points” 
identical in many respects with those in complainant's circulars 
to its agents, the prospective purchaser may well be deceived by 
the similarity of the arguments used by agents. It seems to us 
that this possibility is rather remote. The rule is well settled that 
nothing less than conduct tending to pass off one man’s business 
or merchandise as that of another will constitute unfair competi- 
tion. Goodyear Company v. Goodyear Rubber Co., 128 U.5S., 
598, 604, 9 Sup. Ct., 166, 32 L. Ed., 535; Howe Scale Co. v. 
Wyckoff, Seamans & Benedict, 198 U. S., 118, 140, 25 Sup. Ct., 
609, 49 L. Ed., 972; American WWashboard Co. v. Saginaw Mfg. 
Co. (C. C. A., 6), 103 Fed., 281, 43 C. C. A., 233; Newcomer & 
Lewis v. Scriven (C. C. A., 6), 168 Fed., 621, 94 C. C. A., 77; 
Rathbone, Sard & Co. v. Champion Steel Range Co. (C. C. A., 6), 
1&9 Fed., 26, 30. | Reporter, Vol. I, p. 259.| We think a case of 
fraudulent competition is not so clearly made out as to justify us, 
in the face of the discontinuance of the alleged fraudulent com- 
petition since suit was begun (and the other considerations as- 
signed by the Circuit Court), in reversing the decree in this 
respect. If the use of such advertising matter be continued or 
renewed, complainant should not be barred by this decree from 
seeking redress therefor. 

Complaint is also made that defendant’s mop (its only 
article of manufacture) is so similar in appearance to one of com- 
plainant’s mops as to fraudulently deceive purchasers. The mop 
in question has galvanized iron handle extensions and bail, and a 
stamped galvanized iron head. The complainant’s mop has the 
trade-name (‘‘Squeezie-Easy”’ Mop), date of patent, and the name 
of “E. Hilker, Chicago, Ill.,” prominently stamped on the metal 
head. The defendant’s mop has its corporate name (but not 
trade-name) and the date of the Slusser patent, under which it 
claims the right to manufacture, plainly stamped on the head, but 
not so prominently as in the case of complainant’s mop. In the 
samples before us the defendant’s handle extensions, handle to 
crank-shaft, and spool on the handle are of the natural color, 


those on complainant’s mop being painted or japanned black, 
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otherwise the stiperficial appearance of the two mops is sub- 
stantially identical. 

We pass by, without deciding, the claim of fact made by de- 
fendant that complainant had ceased manufacturing the mop in 
question when defendant began its manufacture. Complainant 
having no monopoly upon the design of the mop, defendant was 
free to copy it so long as it did not attempt thereby to palm off its 
goods as those of complainant, and took due care to guard against 
any deception of the public into buying in the belief that it is 
purchasing complainant’s goods. The adoption by one manufac- 
turer of the characteristic features of another’s product, common 
to articles of that class, does not of itself amount to unfair com- 
petition. See Rathbone, Sard & Co. v. Champion Steel Range Co 


189 Fed., at page 31 | Reporter, Vol. 1, p. 266], where several au- 


7 


thorities are collected. In the case last cited we referred to a 
line of authorities which hold that the unnecessary imitation by 
one manufacturer of the nonfunctional parts of the product of a 
competitor, to the extent that the two articles are substantially 
identical in appearance to a casual observer, and retail purchasers 
thus likely to mistake one for the other, amounts to unfair com- 
petition, although each feature taken separately may have been 
open to appropriation. We are not now called upon to determine 
the correctness of that rule. In the case before us the elements 
used by the defendant are of the natural color, or material pur- 
chasable in the open market as regular stock, and of a form 
naturally to be adopted for the purpose. Under all the circum- 
stances, we do not think defendant’s mop such an unnecessary 
imitation of complainant’s mop, as respects nonfunctional parts 
or nonfunctional features of functional parts, as to bring it within 
the rule to which we have referred, even if such rule were to be 
adopted. 

We are constrained to hold that fraudulent competition in 
the respect under consideration is not made out. 

It results from these views that the decree of the Circuit 
Court should be affirmed, with costs. 


{On the question of the imitation of advertising matter as unfair 
competition, see Da Prato Statuary Company v. Giuliani Statuary Com- 
pany, Reporter, Vol. I, p. 292.] 
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PopE AUTOMATIC MERCHANDISING Co., et al. v. McCruM- 
HOWELL Co. 


1 
ot Fed. ke p., 979 


Seventh Circuit, July 27, 191t. 


UNFAIR Compt [IMITATING APPEARANCE OF ARTICLI 

The use of the most efficient and economically manufactured form 
into which the mechanical elements of an article can be combined and 
the manufacture thereof from the metal best suited to the purpose do 
not amount to unfat mpetition, where the names of the several 
makers are plainly shown and the distinctive trade-marks are conspicu 


ously placed 


Appeal from an order of the Circuit Court of the United 
States for the Eastern Division of the Northern District of Illi- 
nois, granting a preliminary injunction. 


Frederick A. Brown, for appellants. 
Hillary C. Messimer, for appellee. 


Before Grosscup and BAKER, Circuit Judges, and SANBORN, 
District Judge. 


BAKER, Circuit Judge—bBy a preliminary injunctional order 
appellants are restrained from making and selling suction cleaners 
of a certain type. No patent for mechanism or process or product 
or design is involved. Nor is infringement of trade-marks or 
trade-names alleged. Unfair competition in trade is the sole basis 
of the case. 

Appellee, prior to the bringing of this suit, was marketing a 


bore a plate carrying the trade-name “Rich- 


suction cleaner that 
mond” and the name and address of appellee as maker. At the 
same time appellants were putting out a cleaner of identical me- 
chanical principles and arrangement of parts, of identical form, 
and of identical color. To appellant’s cleaner was affixed a name- 
plate much larger than appellee’s, as large as could well be at- 
tached, displaying conspicuously a red cross and the words in large 
capitals, “The Pope Electric Cleaner, Made by the Pope Co., 
Chicago, U. S. A.” 
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Appellee was senior in the field; and the affidavits may war- 
rant a conclusion that appellants deliberately copied the mechan- 
ism, form, and color of appellee’s cleaner with a view of sharing 
in the trade built up by appellee’s pushing of the “Richmond.” 
As appellants’ trade-mark, trade-name, and name and address of 
maker, were unmistakably distinguished from appellee’s, infringe- 
ment must rest upon appellee’s exclusive right to the mechanics 
and the form and the color of its cleaner or one or more of them. 

Mechanically the cleaner is this: At the bottom is a mouth- 
piece, to rest upon the carpet or other material to be cleaned. 
Next above the mouth-piece is a rotary fan, inclosed in the neces- 
sary casing. Just above the fan, and on the same perpendicular 
axis, is an electric motor in a ventilated casing. To the top of the 
motor casing a detachable handle is affixed at an angle of about 
45 degrees from the perpendicular. In the fan casing is an open- 
ing around which one end of a cloth bag to receive the dust is 
fastened ; the other end being attached to the handle; these parts, 
with the switch, socket, and cord for supplying current to the 
motor, making up a combination that has many advantages and 
that probably is the best mechanical arrangement for a vacuum 
cleaner that is to be carried about as a single tool. But in the 
absence of a patent this particular combination must be viewed as 
the culmination of a mechanical evolution, to the equal benefits 
of which all society is entitled. Indeed, appellee does not deny 
appellants’ right to use the exact combination if they had given 
the fan and motor casings and other exterior parts different form 
and color. 

In form the mouth-piece is common and old, antedating ap- 
pellee. To be efficient, the inner surface of the fan casing has to 
be cylindrical. If the casing is to be cut from metal of even thick- 
ness, as it comes in sheets, the outer surface, too, can not be other 
than cylindrical. As the motor is of less diameter than the fan 
(from proper mechanical relations of power), the motor casing 
naturally (from motives of economy in materials and labor) is a 
smaller cylinder. The ventilating opening in the motor case, the 
dust opening in the fan case, the handle, the bag, the electric con- 
nections, are all either in their inevitable or best possible me- 
chanical locations. In short, appellee uses the most efficient and 
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most economically manufactured form into which the mechanical 
combination can probably be embodied. Not a line, nor a curve, 
not a mark, not a bit of superfluous material, for embellishment or 
distinction. Nothing but the name-plate. If appellants should 
be required to give a square or hexagonal or other than cylindrical 
form to the outer surface of the casings, considerations of cost 
of the superfluous material and labor might prevent them from 
competing with appellee in the manufacture and sale of a mech- 
anism that was equally open to both. In the Singer Case, 163 U. 
5., 169, 16 Sup. Ct., 1002, 41 L. Ed., 118, the Supreme Court held 
that at the expiration of a machine patent the utilitarian form in 
which the patentee had embodied his mechanical combination also 
became public property. No difference in principle is perceived 
between a machine that after a period of 17 years becomes free 
for common use and one that has been such all the time. 
Aluminum is the metal used. Its advantages in strength, in 
durability, in lightness of weight, and in freedom from tarnish 
have led to its adoption for various utensils and tools. Appellee 
can have no monopoly of its use of this tool. In both cleaners 
the metal is unpainted. If appellants should be compelled to paint 
their cleaner a distinctive color, they would increase their manu- 
facturing cost and would also lose one of the main advantages of 
a metal that was as open to them as to appellee and that was as 
obviously the best as a material as the cylinder was as a form. 
Development in a useful art is ordinarily toward effectiveness 
of operation and simplicity of form. Carriages, bicycles, auto- 
mobiles, and many other things from diversity have approached 
uniformity through the utilitarian impulse. If one manufacturer 
should make an advance in effectiveness of operation, or in sim- 
plicity of form, or in utility of color; and if that advance did not 
entitle him to a monopoly by means of a machine or a process or 
a product or a design patent; and if by means of unfair trade suits 
he could shut out other manufacturers who plainly intended to 
share in the benefits of the unpatented utilities and in the trade 
that had been built up thereon, but who used on their products 
conspicuous name-plates containing unmistakably distinct trade- 
names, trade-marks, and names and addresses of makers, and in 
relation to whose products no instance of deception had occurred 
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—he would be given gratuitously a monopoly more effective than 
that of the unobtainable patent in the ratio of eternity to 17 years. 

Order reversed, and cause remanded for further proceedings 
not inconsistent with this opinion. 


| A decision of the Circuit Court of Appeals in the Eighth Circuit 
reversing an order granting a preliminary injunction upon practically the 
Same state of facts was reported in the December issue (Reporter, Vol. 
I, p 305 ) 


UNITED STATES CIRCUIT COURT 
Auyr & Wreorc Co. v. CHESHIRE, et al. 
(IQ! Fed Rep., 7AI 


Southern District of Towa, Central Division, July 21, 191. 


TrApE-Mark—DeEscriptivE TERM 

The term “No Wash-up,” borrowed from the slang of printing 
offices, meaning that the washing of the rollers and plates on which the 
ink is used can be dispensed with, 1s descriptive when avplhied to a 
compound intended to be used for the removal of ink and 1 oid the 
need of washing the presses. It can not, therefore, be appropriated 


exclusively by the maker of one preparation of this character. The use 
of the term on a competing preparation, clearly distinguishable front 


the former in odor, shape and stvle of can, labels, and marking can not 


be enjoll ed 
In Equity. On final hearing. 


Walter F. Murray, for complainant. 
Thomas A. Cheshire, for respondents. 


Smith McPuerson, District Judge—This case is by a bill in 
equity, complainant being a corporation organized under the laws 
of the state of Ohio, and the defendants citizens of Iowa, and the 
jurisdictional amount is alleged. The action is of and concerning 
a compound for use upon printers’ rolls, designated as ““No Wash 
Up.” It was designated by complainant as an arbitrary trade-mark 
for the compound, and the same has been used by complainant 
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since June, 1906. Complainant has extensively advertised the 
same, and the contention is that it is a valuable compound for 
such use, and largely sold upon the markets for such use, and is 
represented to be of great value. Defendants are using a com- 
pound known as “No Wash Up,” and sold extensively in Lowa 
and elsewhere; the allegation being that complainant’s compound 
is very valuable and of great practical use, and that defendants’ 
compound is of inferior quality. An injunction against the de- 
fendants is prayed. 

The real contention in the case is as to whether the designa- 
tion “No Wash Up” is either a name, sign, symbol, or device, 
whether the same is used to identify the product, or whether the 
words “No Wash Up” are simply descriptive of the use of the 
product. Neither party has a registered trade-mark, and neither 
party has a copyright. Complainant contends that its product is 
placed in small cans, and that defendant’s cans and labels closely 
resemble those of complainant, and that defendants’ product is 
often sold to the public, deceiving the public, inducing purchasers 
to buy the inferior product of the defendants, making the public 
believe that defendants’ product is that of complainant. 

The evidence shows substantially the following as the facts: 
The words “wash up” are a slang expression of common and gen- 
eral use in printing offices, meaning that the rollers and plates, 
after use, must be washed; the ordinary means for so doing being 
by the use of kerosene and a cloth. The ink on the rollers becomes 
dry after a short time, making them unfit for use until cleaned; 
the cleaning of which is done with considerable labor. By the use 
of the product of either complainant or defendants, the cleaning 
with kerosene and cloth would be avoided. Complainant contends 
that the words “No \Wash Up” would indicate a result, but that 
the expression would not indicate what it was, and that it would 
not indicate whether it was an ink which would not require wash- 
ing, or whether it was a new process of printing, but only that the 
process of washing was to be obviated in some way; while the de- 
fendant contends that, the expression being in the language of the 
printing office, the words are descriptive of the product and the 
uses to which it would be put. 


Each party refuses to disclose the component parts of their 
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respective compounds. But samples of each are in evidence, and 
it is conceded, as well it might be, that by the sense of smell com- 
plainant’s compound is heavily impregnated with ether, while de- 
fendants’ compound is heavily impregnated with oil of cloves. 
And by the sense of smell no one could be mistaken as to whose 
compound he was buying or using. Complainant’s compound is 
sold in a cylindrically formed can, four inches in height and three 
inches in diameter, with a top opening for use, with a screw lid 
of about an inch in diameter. Defendants’ product is sold in cans 
of dome or jug shape, minus the handle, with a like top, except 
that it is smaller and with a cork for a stopper. 

The label on complainant’s can is of an orange color, while 
the label on defendants’ can is white paper. The label on com- 


plainant’s can reads, “For Lithograph and Type Rollers. ‘No 
Wasu Up.’ Made only by the Ault & Wiborg Co., Cincinnati, 
New York, Chicago. London, Eng.. Mexico, D. FF.” Another part 
of the label reads: ** ‘NO WASH UP’ can be used on both Lithograph 


and Type Rollers’—followed by directions. On another part of 
the label is the English Lion holding a flag. Defendants’ can is 
labeled: “For all lithographing and printing rollers. C. C. C. No- 
WasuH-Up Sovvurion Manufactured by CHESHIRE CHEMICAL 
Company, Des Moines, Iowa, U. S. A. Used in all the leading 
pressrooms of America’—and with directions. The directions 
in both cases are substantially the same, namely, to apply a few 
drops upon the rollers or plate when quitting work, at noon or in 
the evening. The name on complainant’s label is in quotation, “No 
Wash Up,” and on defendants’ without quotation marks. 

The complainant has extensively advertised its products in 
magazines and periodicals taken by printers. Defendants do not 
advertise other than by sending samples out to printers over the 
country. Defendants send their product out in large quantities 
in a square can containing perhaps half a gallon. The evidence 
shows that the compounds of both the complainant and_ re- 
spondents are of practical use and of substantial benefit to the 
printers, saving much time and work in cleaning rollers and plates 
after use. But the evidence does not show which compound is 
the better, and with respect to the one which is the better the 
court makes no finding, as the evidence does not show. Com- 
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plainant’s product sells for 75 cents per can, and defendants’ 
at 50 cents; but neither label shows the price. 

On the foregoing facts the complainant can not succeed, for 
obvious reasons, and because of well-known rules. The name is 
descriptive. The term “wash up” is the language of all printing 
offices. “No wash up” is the slang of the office, when the clean- 
ing of the rollers and plates is sought to be avoided; and, being a 
descriptive term, that of itself will avoid the alleged cause of 
action of complainant. 

But, going to the farthest extent that any court, English or 
American, has gone, complainant can not recover because of an 
entire failure to show that defendants are seeking to or do palm 
off their “wash” or cleaner as those of complainant. The odor 
or smell are so different that no one can be deceived. The size 
and shape of the can are wholly unlike. The labeling is not at 
all similar. The prices are different. The one advertises, and the 
other does not. The one is labeled as made at Des Moines, and 
the other at Cincinnati. 

The only similarity is in the use, as to which complainant has 
no patent, and as of right should have no monopoly, and the other 
similarity is in name. As to that being descriptive, the evidence 
is scarcely in conflict; and, if it were, complainant furnishes the 
proof by labeling the words “No Wash Up” in quotation marks, 
thereby showing that the name is borrowed from some source. 


The bill of complaint will be dismissed. 


UNITED STATES DISTRICT COURT 
L. E. WATERMAN CoMPANY v. Moptrn PEN Co. 


Southern District of New York, January 25, rolr2. 


1. UNFAIR Comt 0 RIOR ADT UDICATION—ESTOPPEI 
The decree of an Itahan court in a previous action between the 
parties involving the same issues can not be treated as an estoppel, so 
long as it is merely interlocutory. 
2. UNFAIR COMPETITION—SALE OF TRADE-NAME 


The sale of a business with the trade-name used in connection there- 
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with carries the right to continue the use of such name, but in the 
apsence of restrictive covenants to the contrary, such sale does not 


prevent the seller from engaging in a like business under his own name, 
and transferring by assignment a valid title to the use thereof 


3. UNFAIR COMPETITION—INTEN1 
The intent in the adoption of a trade-name, to protit by the good 
will of another’s business does not alter the character of the act, nor 
make a wrong of what would not otherwise be open to censure 
4. UNFAIR COMPETITION—LIMITATION ON Use or TrRADE-NAMI 
The use of a trade-name which is in fact contused with that of 


another and older firm is not protected by the fact that the initials em 
ploved are not those of the earlier firm. On the tacts held that the de 
fendant should be « 

connected with the ¢ 


bliged to add to its trade-name the phrase, “not 


yrriginal ‘Waterman’ pens 


For decision of the Circuit Court of Appeals, modifying and 
affirming an order for a preliminary injunction, see 183 Fed. Rep., 
118. 


Samuel S. Watson, for the complainant. 
Alexander S. Bacon, for the defendant. 


HaANpb, District Judge—The Circuit Court of Appeals has 
decided that there should be no absolute injunction against the 
name, “A. A. Waterman and Company,” on the showing made. 
(183 Fed Rep., 118.) It is not therefore necessary to consider 
the question whether under any circumstances the court should 
altogether forbid a man from using his surname in a given busi- 
ness, and whether there may be cases where no accompanying 
phrase can prevent the result that the business of the first in the 
field will suffer by the competition of the second. Certainly the 
general rule is that such damage as so arises the victim must 
bear as an incident of competition. Further, the decision upon 
the preliminary injunction determined that upon the proof there 
presented the agreement of June twelfth, 1905, upon which the 
defendant depends was not a mere sham, but was a reasonable 


part of the reorganization of the business of Frazer and Geyer 
Company, and it also determined that the old corporation of 
Frazer and Geyer Company with its attendant firm of A. A. 
Waterman and Company had Waterman’s right to use his name 
in the business. _The testimony upon the final hearing is con- 
ceded to be substantially like that in the affidavits with two ex- 
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ceptions, first, the decree of the Italian court in the suit of this 
complainant against the Chapmans and Cambrini, and second, the 
testimony of the assignment to Rhodes Lockwood of Waterman’s 
business on February first, 1899. 

The first question is therefore of the effect of the Italian 
decree. Regardless of what should be its scope, it does not make 
an estoppel at all, because it is not a final decree, and only such a 
decree effects an estoppel by our law, even in the case of a domes- 
tic judgment, Brush Electric Co. vs. Western Electric Company, 
70 Fed. Rep., 7601; Ogden City vs. Weaver, 108 Fed. Rep., 504; 
Australian Kiutting Co. vs. Cormly, 138 Fed. Rep., 90; Hills and 
Co. vs. Hoover, 142 Fed. Rep., go4. It is true that the reason for 
this rule is not perfectly plain, but apparently it is that no judg- 
ment should be treated as an estoppel until the court that renders 
it has finally parted with control over the decision, per Lacombe, 
J., Walter Baker and | vs. Sanders, 80 Fed. Rep., 869, 890. 
Thus if a final decree be entered pendente lite, it is enough. Brad- 
ley Mfg. Co. vs. Kagle Alfq. Co.. 57 Fed. Rep., Qso, and possibly, 
if appeal be taken, and the interlocutory judgment be affirmed, 


Bissell Carpet Sweep . vs. Goshen Sweeper Co., 72 ed. Rep., 
545. If the rule is to be taken literally, it is enough that the 
Italian decree is confessedly interlocutory ; if, on the other hand, 
the rule means that any decree is a good estoppel if the court that 


rendered it, has finally parted with the power to revise it, then 


proof is lacking here, for the complainant must show that it is 
such a decree. The proof is silent upon that point. I do not for- 
get that Accetta gave considerable testimony showing that so far 


as concerned the right to use the name, “Waterman,” the decree 
was “final,” but so it would be “final” pro tanto in this country. 
That only means, I take it, that the court has disposed of that 
part of the dispute, and is retaining the cause for the incidental 
assessment of damages. It does not mean, at least in the United 
States it would not mean, that the court did not still retain power 
to recall the decree, just as indeed it has power till the term be 
passed, even over a final decree. That the Italian court could 
not revise the decree is not even suggested in the testimony, the 
whole of which concerned quite a different matter, i. e. whether 
the decree was a mere preliminary application analagous to a 
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motion for a preliminary injunction, or whether it was the last 
action of the court necessary to a decision of the parties’ rights. 
I have no doubt that the decree is the last judicial act necessary 
upon that branch of the case, but under our law that is not enough. 
I, therefore, lay aside the Italian judgment. 

The remaining question is whether the new testimony of the 
assignment to Rhodes Lockwood affects the defendant’s right to 
the use of the name, “A. A. Waterman and Company.” In 1897 
Waterman left the complainant’s employ and soon after formed a 
partnership with one Gibson. They did business under the name 
of the “A. A. Waterman Pen Company” and “A. A. Waterman 
and Company.”” On September third, 1898, the complainant pro- 
cured an injunction against the use of the first of these names but 
not the second. The firm at about this time entered into a some- 
what vague relation with one Rhodes Lockwood, a pen dealer, 
and, eventually becoming financially embarrassed, they assigned 
the whole business, good will and name included, to Lockwood, 
to whom they were heavily indebted. Gibson became Lockwood’s 
employee, and Waterman continued in a small way in business 
for himself under the name of “A. A. Waterman, Maker,” from 
February, 1899, to June, 1899, when he took into partnership one 
Dewey, with whom he continued to do business as “A. A. Water- 
man and Company” for about eighteen months, until the partner- 
ship of Frazer and Geyer. As the assignment to Lockwood of 
February first, 1899, is lost, just what he got is uncertain; still 
he never attempted to use the name, “A. A. Waterman and Com- 
pany,’ except upon pens or parts of pens which were already 
partly made on the day of the assignment. In short he used his 
rights only to finish up the goods which he bought. Furthermore, 
he knew that Waterman was making pens under his own name, 
and actually supplied him with pens so marked. Thus it appears 
that, whatever the exact words of the lost agreement, the parties 


treated it as in no sense giving Lockwood an exclusive right to 
use Waterman’s name. I can only treat it as in fact giving such 
rights as the parties eventually accorded each other. Waterman 
continued the partnership with Dewey until January, 1901, and 
there is no suggestion in the record that during that time they did 
not do a real business under the name “A. A. Waterman and Com- 
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pany, making it prosper as much as they could. Now so far as 
Lockwood is concerned, Waterman, who certainly had the right 
to use his name, could have given another as good a right to use 
the name as he had himself, as an incident of the sale of the busi- 
ness. When a business is sold with its old name, the right to 
keep on using it is perfectly well established, though the signifi- 
cance of the continued use of the name must perhaps be stated in 
rather general language, Kidd vs. Jolinson, 100 U. S., 617, 620. It 
is basis enough for some recognition of the right to continue the use 
of the name that the public believes that, though a business changes 
hands, there may be a continuity of the old habits, a liklihood of 
persistance in fair dealing, or in the same good standard of wares, 
which gives assurance to them, and is of value to its possessor. 
Perhaps the value comes from a tacit recognition of the inertia 
of original honest practices; perhaps, like “good will” it arises 
from the mere suggestability of new customers and the fixed 
habits of old, who will buy upon a well-known name without more ; 
but, whatever it be, the name does truthfully indicate some con- 
tinuity and that is not a deceit, though the actual person is gone 
whose name appears, and whose personality originated the very 
qualities which make the succession of value. 

This being the case, a name is not something to be sold once, 
and the title then to be exhausted. All that can be sold is the 
right to designate the continued business as in fact the same, and 
| confess I do not see why in the absence of covenants to the 
contrary, which it is true are generally implied, A. may not engage 
in the same business in his own name as that which he has already 
sold to B. and which B. continues to conduct under A’s name. But 
if A. may start up a second business surely he may sell it, as he 
might sell his first, and with it the right to keep his name which 
indicates that it is the same business. The new business which 
Waterman had started had its own customers, its own reputation, 
its own methods of business, and the only name which that busi- 
ness had after June, 1899, was “A. A. Waterman and Company.” 
De facto, it did have a name then; de jure no one could gainsay it. 
It is irrelevant that there was another business still incompletely 

; 


wound up even though \Waterman had been one of its founders. 


Moreover, if Waterman had sold out his business direct to 








120 THE TRADE-\ ‘RK REPORTER 


the Corporation of Frazer and Gever Company they would have 
had the right to use the name Upon the pens: indeed, upon pur 
chasing the business they might have made that their own name, 
Howe Scale Co. vs, I vekoff, Seamans and Benedict, igs UL S.. 
11S. It is of no consequence Whether the assignee of an existing 
business is a “Orporation, a firm or an individual. Therefore. it 
Is equally of no consequence whether the firm of Frazer, Geyer 
and Waterman Was a mere subterfuge or not. At least, if it were 
nota real firm, that Was because Waterman had sold out his busi 
Ness to the Corporation and Fone into its employ, and that he might 
do, and they might use his name. At most all that the law for- 
bids is that ¢ Corporation at the outset choose a Name which jm- 
itates another's name. Once a bona fide business be started. an- 
other May buy it up and develop it as they can, just as a special 
Partner might Zive it Capital to develop it. 

In the case at bar it does not seem to me to be open to any 
doubt that the whole purchase of Waterman's business and the 
Preservation of the firm name had for its only motive the expecta 
tion that the Frazer and Geyer Company could by the resulting 
confusion Pass off its goods under the cover of the complainant's 
reputation. Mv reasons tor this are first Waterman’s OWN very 
frank Statement that throughout his connection with the enter- 
Prise the Only serious inducement he could offer was the use of 
his name. Indeed, no other reason 1s ~Uggested which could 
serve as any inducement tO coalition with a man in Waterman's 
Position at tha time, one who had failed Within two years, and 
since his assignment to meet his debts. had been doing a smal] busi- 
Ness in a town two hundred and Hfty miles tWay, which came into 
10 Competition with the Frazer and Geyer Company and brought 
nothing to its business, \gain, the obviously colorable character 
of all the contracts with Waterman show that they valued him 
chiefly for the right they got to use his name. \t no time had he 
anv substantia] POWers as a Partner, and after December ty elfth, 
'901, he had no rights to any profits or anything More than a 
salesman’s Salary or a salesman’'s commissions. The elaborate 
efforts to keep up the formal “ppearance of a rea] firm with actual 
business connections with the real enterprise shoy that the Parties 


thought that they could not avow what was their real intention 


“3 





a 
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and the same effects emphasize what that real intention was; 
especially is this true when one contrasts the formal relations 
with the fact that neither firm ever did anything actually but 
keep a spurious existence upon its books. Surely the chef induce- 
ment to combine with Waterman was to get the use of his name. 
lLlowever, | do not think that this is in the least degree relevant to 


the rights which the Frazer and Geyer Company got by the trans 


ter, for the question 1s of the effect of the competition, not its 
purpose or motive. \Vhatever part motive may play, and may be 
destined to play, in the law of torts, | know of no instance in which 


the legality of an act depends upon the actor's motives where 
those motives include his hope of personal gain. Motive has a 
just share in determining whether a man is in fact pursuing his 
genuine interests and whether he is therefore acting on his 
“rights,” but when each party is obviously trying to increase his 
property, his estate, his “wniversitas,’ the mutual limitations of 
activity between them do not depend upon the motive, so far as 
| know, but upon the means they use to effect their intentions and 
the results that ensue. Once it be conceded here that Waterman 
might, in ignorance of the complainant’s business, have stated a 
business under the name of “A. A. Waterman and Company” 
and after learning the facts have developed it as he could, I think 
his rights are not different because he knew from the outset that 
a part of his profits, if successful, would be at the complainant's 
expense and through confusion with the complainant’s wares, 
as I have no doubt he did think. If his only motive were to 
damage the complainants the result might be quite different; so 
also if his only motive were to sell out as a blackmailer. More- 


over if the defendant and its predecessors could have bought 
innocently, they could have bought with a deliberate purpose of 
profiting at the complainant's expense. Such consequences are 
involved in the right to use the name and sell the business with 


the name. 

However, it does not follow that the right to use the name 
‘A. A. Waterman and Company,” is not subject to limitations. 
The record is full of evidence of the constant confusion which 
results from it, and since as usual, the defendant extols its own 


wares and decries the complainant’s there ought to be no ground 
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for protest at any measures designed to avoid a confusion which 
must be disastrous to the defendant's reputation and its trade. 
It should welcome anything, which, while it preserves its own 
chosen title in full, will serve to advise the public that they must 
not confound its superior goods with the complainant’s. If it 
urges its superiority in good faith, the suffix which I shall suggest 
should be interpreted, at least by a buyer experienced in the busi- 
ness, as a voluntary disclaimer of an association disastrous to the 
manufacturer and deceitful to the public. There is plenty of au- 
thority for an injunction in this form. Singer Mfg. Co. vs. June 
Mfg. Co. 163 U.§$., 1609, 200, 204; Herring, etc. Safe Co. v. Hall's 
Safe Co. 208 U. S., 554; American Waltham Watch Co. vs. 
U.S. Watch Co., 173 Mass., 85; Walter Baker and Co. vs. Sand- 
ers, 80 Fed. Rep., 889; Dr. A. Read Cushion Shoe Co. vs. Frew, 
162 Fed. Rep., 887. 

I do not interpret the opinion of the Circuit Court of Appeals 
as meaning to control the final form of any decree which should 
pass, but only as deciding that there could be no decree absolutel) 
prohibiting the use of the name, “A. A. Waterman and Company.” 
That court certainly meant to leave the general question of what 
relief might be granted, to the testimony which might develop 
upon the trial of the cause. Now it is perfectly plain to any 
candid person that the ordinary buyer pays little attention to such 
prefixes as “L. E.” and “A. A.,” an inattention upon which it is 
quite clear to me the defendant's purchase of the name depended. 
Dealers will of course know the difference very well, but they 
are privy to the fraud. It is the form in which the wares come 
to the final buyer that counts, and while the defendant is not 
responsible for the spontaneous representation of dealers, it must 
not so mark or dress its goods as to create or aid in, any misap- 
prehension by the buyers, Florence Mfg. Co. vs. J. G. Dowd and 
Co., 178 Fed. Rep., 73, 75; National Biscuit Company vs. Baker, 
g5 Fed. Rep., 135. 

The public means by the “Waterman” pen the complainant's 
pen; indeed, so the defendant concedes, being punctilious to avoid 
that name without its prefix. But the public by that very fact 
looks no further than the name. For myself, although I have 
used such pens for years, I am sure that I should not have had 
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the least suspicion but that an “A. A. Waterman” pen was a 
“Waterman” pen, and this record proves that many others have 
actually been so misled. Honest competition can not exist until 
the defendant puts on its pens that they are not the original 
“Waterman” Pens, which they are not. Therefore, a decree will 
pass forbidding the use of “Ideal,” of “Waterman” and of “A. 
A. Waterman and Company” except in connection with the fol 
lowing phrase or its equivalent, all words to be written in letters 
of the same size, “not connected with the original ‘Waterman’ 
pens,” Dr. A. Reed Cushion Shoe Co. vs. Frew, supra. The com- 
plainant may have its costs except the expense of printing its 
brief; | know of no way of discouraging the printing of such 
unnecessarily long briefs as both sides present in this case except 
by refusing to allow them in the costs. 


[A suit by the firm of A. A. Waterman & Co., of which the Modern 
Pen Company is a selling agent, against the plaintiff in this suit, now 
pending in the New York Supreme Court, seeks to restrain the latter from 


bringing suits against the agents and customers of the firm above named, 
to restrain passing off, by the misuse of the name “Waterman.” A de 
murrer to the defendant’s answer and counterclaim was overruled by the 
Special Term in March last. The answer justitied the suits, the bringing 
of which it was desired to enjoin, by charging fraudulent substitution of 


the A. A. Waterman goods in the place of those of L. EK. Waterman Con 
pany and alleging that the plaintiffs therein were using the name A. A 


Waterman & Co., as loak under which to pass off their goods as those 
of their better known rival. C/apman v. L. li. Waterman Company, N. 
Law Journal, March 11, 1911 


NEW YORK COURT OF APPEALS 


UNITED STATES FRAME AND PICTURE COMPANY v. CHARLES S 


WJ. 


HorROWITZ 
(204 N. Y., No. 74, memo.) 
February 2, 1912. 


UNFAIR COMPETITION—TRADE-N AME 
Che plaintiff held not entitled to restrain the use of the trade-name, 
“New York Frame & Picture Co.,” or “N. Y. Frame & Picture Co.” 
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Appeal from a judgment of the Appellate Division of the Su- 


eB preme Court, first department, affirming a judgment of the Special 
a Term, denying the prayer of the plaintiff in the particular above 
i indicated, and from which the plaint‘ff appealed. 

Z Kor the facts and the opinions below, see 51 Misc., 101; 139 


\pp. Div., 895. 


Leslie S. Lockhart, for appellant. 
Nathan Burkan, for respondent. 


Judgment affirmed, with costs; no opinion, 
Concur: CuLLEN, Ch. J., Gray, Harcur, VANN, WERNER, 
Hiscock and Coun, JJ. 


COURT OF ERRORS AND APPEALS OF NEW JERSEY 


TAYLOR PROVISION COMPANY v. EDWARDs. 


(S1 Atlantic Reporter, 1120.) 


1. UNFArR ComPETITION—THE Worp “STYLE” AS A MEANS oF IMITATION. 

The use of the term “Trenton Style Pork Roll” with labels in imi 
tation of those used on plaintiff's “Trenton Pork Roll” is unfair compe 
tition and should be enjoined 

2. Descriptive TeERM—LENcTH oF Use REQUIRED FoR PROTECTION, 

There is no fixed time during which a brand, descriptive in char 
acter, must be used to become entitled to protection. The question of 
time is always to be considered in connection with the facts of any 
given case \ simulation of a newly adopted brand for an old an 
familiar product, leld properly enjoined 


Appeal from Court of Chancery. 

The following are the opinions of Walker, V. C., in the 
court below : 
“On Application for Preliminary Injunction 


“My examination of this matter has led me to the conclusion that the 





is 
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omplainant is entitled 1 preliminary injunctiot cording to the prayer 


f its supplemental 





“The defendant restrained by preliminary injunction issued 
riginal bill, and was ordered to desist from selling and advertising 
cd product as ‘hh I] | rl oF In a st le il d manne! similar to the label 
e of the packages x the complat t's product \iter the issu 
ce of the injuncti the « iplainant put a new brand on the market, 
d labeled it ‘Trent Pork Roll’ The defendant, within two weeks 
; fter the comp! : ippeared, put out a new brand himself, 
vhich he labeled ‘Tr Stvle Pork Roll. He claims not to have copied 
the complainant’s label, but that he has closely copied it seems too plan 
for argument. He may have thought that by labeling his packages ‘Trent 
Stvle Pork Roll’ he had closely enough copied ‘Trenton Pork Roll’ t 
deceive the publi t tl elief that his 2 ds were those the 
lat t, but the vord ‘stvle’ 1 sulfici epart ft 
i the nplainant’s S 4 ring himselt with the ha f the 
iW but this the east nist ( L he ( ( itt Ss I 
learly against hi st es I hich net s have gone t 
restral unta 1 clissi ilarit mes nad st e ol dvet 
tising have bee fal t tn the case it Dat The matter now 
under consideration is not e in which the complainant has put an entir« 
ly new article upon the rket ith a distinctive label, but one in which 
: he has simply put out brand under a label corresponding with that 
; which he has used for rs, with a proper and apt word to distinguish 
it from the older and orig | brand which the defendant has already beer 
enjoined from imitating There is no arbitrary period during and over 
which a brand must be sold and advertised to entitle the complainant t 
Injuncti igainst imitators, but the question of time is always one t 
“F be considered in connection with all the facts of a given case; and in this 
ise, as the label undet nsideration is only an appropriate label for 
w brand of an old article, its piracy must be restrained 


omplainant is entitle ent injunction against the defendant 
1 the combined I r¢ 11 irVv if 1 tions hereté f ré issued l 
this cause, o1 the ll, and the other « the supplemental bill 





Hat ( 173 Mass., 8 PIN. Bay FAR, 4a \., 826, 73 Am. St. Rep., 
263; rence Mfaq. ( C. Dowd Co., 178 Fed., 73, 101 C. C. A., 565 


I] am Wrigley, J ( v. Grove ( pany, U. S. Circuit Court, 


Southern District of Nv York, April 22, 1910, affirmed with modification: 
s. c, U. S. Circuit Court of Appeals, Second Circuit, 183 Fed., 99, 10 


«a “The doctrine that a trader is to be protected from unfair competitior 


| 
is one which full btains in this state, and it is upon this principle, at 
not for the protect stered trade-mark, that the injunction will 
go in this case 

“Although the comp! t mav not have been in the market with its 
brand, labeled ‘pork roll t sufficient length of time, if at all, before 


the defendant marketed his product as ‘rolled pork’ to entitle it to e1 
i the defendant for that reason, nevertheless the proofs show that the con 
plainant had established reputation for its ‘prepared ham’ for years 
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hs before the defendant entered the trade; and therefore, when the complain 
2 ant was obliged to change the name of its brand from ‘prepared ham’ to 
i something else, under the federal pure food law, such change was equiva 
a lent to putting out a new brand, concerning which the trader is entitled 
‘ to be protected from simulation by another dealer. Florence Mfg. Co. v. 
J.C. Dowd & Co., supra, at page 75 of 178 Fed. 


“The complainant is entitled to costs.” 


Linton Satterthwait, for appellant. 
Scott Scammell, for respondent. 


Per CurtAM.—The decree appealed from will be affirmed for 
the reasons stated in the opinion filed in the court below by Vice 
Chancellor Walker. 


THE COMMISSIONER OF PATENTS 
Ivan B. Norpu&eM Co. v. Curtis F. Frericnus & Co. 
(102 Ms. Dec., 188.) 

July 20, 1911, 


1. REGISTRABILITY—CONFLICTING MARKS. 

\ trade-mark consisting of the representation of a top, for bread, 
conflicts with another mark for the same goods consisting of the word 
“Tip-T op.” 

Any doubt on the point is dispelled by the fact that the former mark 

} was adopted with full knowledge of the prior use of the other and that 
in the advertising of the goods sold under the latter brand, the picture 
of a top and boy spinning tops had been widely used. 

2. TrapE-Mark—Ricut To LickENsE USE. 

The owner of a trade-mark for bread made under a secret formula 
licensed bakers in various parts of the country to make bread according 
to the formula and to sell it under the mark. The licensor made and 
sold no bread, but employed bakers to instruct the licensees in th 


making thereof, fixed the standard of weight and quality, the manner 


of labeling and wrapping the bread, and reserved the right to inspect 
the product of each licensed bakery and to revoke the license if the 
product fell short of the standard set. Held, that this was a legitimate 


use of the trade-mark and did not in any way impair the right of the 


owner in or to the trade-mark. 


Mr. R. T. M. McCready, for Ivan B. Nordhem Co. 
Messrs. Munn & Co., for Chris F. Frerichs & Co. 
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TENNANT, Assistant Commissioner.—This is an appeal from 
a decision of the examiner of interferences sustaining the notice 
of opposition filed by the Ivan B. Nordhem against the registra- 
tion by Chris F. Frerichs & Co., of the representation of a top 
as a trade-mark for bread. 

It is asserted in the notice of opposition that the Ivan B. 
Nordhem Company is the owner by assignment from George 5. 
Ward of the trade-mark “Tip Top” as applied to bread made 
under a secret formula and method which was originated by said 
Ward; that the trade-mark which was registered in the United 
States Patent Office by said Ward on February 13, 1906, No. 49,- 
697, was transferred by Ward to the opposer together with the 
good will of the business on or about September 1, 1908, and that 
since that time [van Bb. Nordhem Company has advertised it 
very extensively throughout the United States in an endeavor to 
standardize throughout the United States a certain loaf of bread 
of high quality made by said secret formula. It is also alleged 
that the Chris. F. Frerichs & Co., well knowing the things herein- 
before set forth, adopted as a trade-mark the figure of a top, in 
order to use it for the purpose of competing with the said “Tip 
Top” trade-mark, and that in view of these facts the opposer 
believes he will be damaged. The allegations of the notice of op- 
position are categorically denied by Chris. F. Frerichs & Co. 

The Ivan B. Nordhem Company present the testimony of 
George S. Ward, the assignor above referred to, John W. Tolley, 
a baker who was in 1905 associated with Ward, and that of Ivan 
B. Nordhem, the Vice President of the Ivan B. Nordhem Com- 
pany. 

It appears from the testimony of these witnesses that in 
March or April 1905, Ward in conjunction with Tolley developed 
the formula and method of making a bread of certain peculiar 
qualities, and that this bread was labelled and sold with the trade- 
mark “Tip Top.” The trade-mark was registered by Ward on 
February 13, 1906. On or about September 1, 1908, Ward as- 
signed the registered trade-mark together with the good will of 
his business to the Ivan B. Nordhem Company. This transfer 
was made by an oral agreement at the time, but was subsequently 
ratified by a written assignment, dated April 20, 1910, which was 
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offered in evidence as Exhibit No. 1. By the terms of this writ- 
ten instrument, George $. Ward ratifies and confirms the as- 
signment and transfer to the Ivan L. Nordhem Company of the 
trade-mark “Tip Top’ United States Registration No. 49,697, 
together with the good will of the business in which said trade- 
mark was used. It further recites that said Ward has as afore- 
said “sold, assigned, transferred and set over unto the said Ivan 
B. Nordhem Company, said trade-mark and the good will of the 
business.” 

It appears that after the oral assignment above referred to, 
the Ivan B. Nordhem Company began the advertisement of the 
scheme of standardization of this particular kind of bread made 
under the secret formula which had been assigned to it by Ward. 
Licenses were granted to bakeries in many cities throughout the 
United States authorizing them to use the secret formula afore- 
said and also to mark the bread produced under such secret 
formula with the trade-mark “Tip Top.’ Under the terms of the 
licenses the Ivan B. Nordhem Company required that the bread 
produced by the licensees under this formula should be kept up 
to a certain standard and reserved the right to send representa- 
tives from time to time to examine such bread. The Ivan B. 
Nordhem Company employed bakers to call upon the different 
licensees to instruct them in such secret process and also to in- 
spect the bread manufactured by them. 

It appears from the stipulation of the parties which is filed 
in lieu of testimony by Chris. F. Frerichs & Co., that: 


“The said Ivan B. Nordhem Company does not and has not owned or 
operated any bakeries of its own, and said Ivan B. Nordhem Co. does 
not and has not of itself manufactured or sold any bread on the market, 
but that said Ivan B. Nordhem Company does employ bakers who bake 
for the said Ivan B. Nordhem Company in bakeries owned by others, 
which bread is distributed by said Nordhem as samples; that said Ivan B 
Nordhem Company licenses bakers throughout the country to manufacture 
bread under the formula and method devised by said Ward, giving dif 
ferent manufacturers an exclusive right to a limited and defined territory ; 
that the said Ivan B. Nordhem Company employs bakers to call upon the 
different licensees of the Nordhem Company to inspect the bread manufac- 
tured by the different bakers, for the purpose of ascertaining whether or 
not said bread is properly produced and made in accordance with the 
formula under which said bakers are licensed by said Ivan B. Nordhem 
Company.” 
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It is contended in behalf of the appellant, first, that there 
is no such similarity between the marks of the applicant and that 
of the opposer as to be likely to cause confusion in the trade, and 
second that the Ivan B. Nordhem Company is a mere holding 
Company which can not acquire a property in a trade-mark and 
license the trade-mark out to different manufacturers or dealers. 

The record of this proceeding shows that upon the filing of 
the notice of opposition the applicant filed a demurrer based 
upon the ground that the mark of the applicant and the opposers 
were not so similar as to be likely to cause confusion in trade. 


In overruling this demurrer, the examiner of interferences said: 


| e*« t the rd p I ( 
of a top interiet Chere 1s doubt whether the addition of the word 
‘Tip’ to the word ‘*T so change the meaning the mark as a 
whole as to negativ 1 ict In case of doul t, however, a nding that 
th re 18 no confitct s] t be made non ce hnurrer stronger rea 
son st ll ror I | | { ler iga S he p | I s l 1 he 

‘ 11 } ‘ ] 

fact that th t illeges adopti t] the 
picture of a top with full | vledge that the opposer had u the words 
‘Tip Top’ a valuable 1 rk for bread.” 


The testimony shows that in February 1909, Chris F. Frerichs 
& Co. wrote to the Ivan B. Nordhem Company as follows: 


“Seeing your advertts in the Bakers Weekl bout ur Tip Top 


Bread, please send us further information.” 

On February 5, 1909, the Ivan B. Nordhem Company replied 
refusing to consider the application of Chris. F. Frerichs & Co. 
for information upon the ground that arrangements had been 
made with others for the “Tip Top” campaign for New York 
City and surroundings. This occurred prior to the date of adop- 
tion and was alleged in the application for registration of Chris. 
F. Frerichs & Co., which is April 1, 1909. 

It appears from the testimony that in advertising the “Tip 
Top” Bread toy spinning tops made of metal and bearing the 
name “Tip Top” Bread had been distributed by the Ivan B. 
Nordhem Company as advertisements as early as 1906, (N. Q. 
94 to 101); and further that the picture of a top had also been 
used in advertising the “Tip Top” Bread, (Q. 103 & 104). 
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I am clearly of the opinion that the concurrent use of the 
words “Tip Top” and the representation of a top upon goods of 
the same descriptive character would be likely to cause confusion 
in the mind of the public. If there is any doubt in my mind as 
to this fact, it would have been dispelled by the testimony show- 
ing the manner of advertising used by the opposer. 

The contention raised that the Ivan B. Nordhem Company 
is only a holding company which can not acquire property in a 
trade-mark and license the trade-mark out to different manufac- 
turers or dealers is believed to be not well founded. 

The trade-mark “Tip Top” was originally adopted by George 
S. Ward, and the testimony clearly shows that the same was actu- 
ally applied to bread manufactured under his secret formula and 
sold by him. This trade-mark together with the good will of his 
business was subsequently assigned to the Ivan B. Nordhem 
Company and that Company thereby acquired the right not only 
to use the secret formula but to use the trade-mark in connection 
with bread made by that formula. Instead, however, of manu- 
facturing and selling the goods, the Ivan B. Nordhem Company 
acted as an advertising company. According to the stipulation 
above quoted, bread was made by its bakers, in bakeries owned 
by others, for the [van B. Nordhem Company, which bread was 
distributed by said company as samples. The Nordhem Company 
reserved the right to control the advertising matter, labels, wrap- 
pers, etc., used in connection with the sale of “Tip Top” Bread. 
They prescribed that the bread should be made under the formula 
aforesaid in pans supplied by it and that all loaves must be of 
uniform quality and of a fixed standard, the loaves to be of equal 
weight to all other loaves that the licensee puts upon the market 
at the same price. 

The right was also reserved to examine loaves made by the 
licensee for the “purpose of comparison and criticism” and the 
licensee agreed to immediately “correct and remedy any fault in 
size, shape, color or quality upon notice from the party of the 
first part.” 


In my opinion it is clear from the terms of the contract that 
these licenses did not divest the Ivan B. Nordhem Company of 
the trade-mark rights acquired from George S$. Ward, nor does 
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the fact that no bread is manufactured or sold directly by the 
Ivan B. Nordhem Company modify this conclusion. 

The control of the sale and the manufacture of bread bear- 
ing this trade-mark is in the hands of the Ivan B. Nordhem Com- 
pany and the standard of bread manufactured by the licensees is 
controlled by it also. In this respect the facts in this case are 
similar to those which obtain in Mathy v. The Republic Metalware 
Company, 154 O. G., 1109; 35 App. D. C., 151. In that case The 
Republic Metalware Company was licensed by Mathy to manu- 
facture roasters under a certain patent, such roasters having been 
originally sold by Mathy under the name “Savory.” After ob- 
taining its license The Republic Metalware Company continued to 
sell the roasters under the name “Savory.” The court held that 
this fact did not deprive Mathy of his trade-mark right, stating 
in part as follows: 


‘Appellee, under its contract with appellant, agreed to pay him, 
return, for the privileg f making and vending, certain royalties on the 
articles sold It was th e to appellant's interest to use every means 
in his power to increase the sale of the patented articles and to make them 
popular with the trade. His roasters had become known by means of his 
mark, and it was but tural for him to desire that they continue to be so 
designated. That he found it more advantageous to purchase the articles 
from appellee compat lan to manutacture them himself, can not destroy 
the right he had alrea icquired. His interest simply demanded that 
pans be placed on. the rket manufactured under his patent and desig- 
nated by his mark. This, with appellant’s consent and approval, the ap- 
pellee company was doing. The invention was being offered to the public 
in the manner originall dopted by appellant, and the manner he would 
have the right to use should he desire to manufacture after the patent 
had expired, or to the tent permitted under the contract, or in case the 
license was revoked as provided therein. His interests were so closely 
connected with those of the appellee that he was actively engaged in as 
sisting that company, en to the extent of advertising the “Savory” 
roasters. In no sense « ve think that the contract with appellee can be 
construed as an assignment of the patent or as an abandonment by appel- 


1 1 


lant of his right to claim the trade-mark adopted by him long prior to the 
date of the contract.” 


In the present case Nordhem Company, like Mathy, has 
found it more advantageous to have the bread manufactured and 
sold through the licensees than to manufacture the goods in 
bakeries of its own. Otherwise, the control over the manufacture 
of the bread as to quality, size and style is complete. There can 


not therefore, in my mind, be any question that the Ivan B. Nord- 
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hem Company is the owner of the trade-mark. The fact that 
the Ivan B. Nordhem Company licensed bakers in a number of 
cities to use its trade-mark under the conditions above specified, 
is clearly not sufficient to defeat the trade-mark right of the 
Ivan B. Nordhem Company. 

The appellant has cited the case of Jaeger’s Sanitary Woolen 
System Co. v. Le Boutillier, 47 Hun. 521. In that case, however, 
the complainant endeavored to enjoin the use of a trade-mark 
applied to a system. The court said: 


“In the case at bar, the plaintiff claims its right to the use of this 


so-called trade-mark because of a concession made by Prof. Jaeger, in 
May, 1886. The difficulty, however, which the plaintiff necessarily en 
counters, is the fact that there is nothing to show that Prof. Jaeger had 
ever acquired a proprietary right in the words the use of which was 
sought to be 


woined as trade-inarks. It does not appear that he had ever 
manufacture: 


el 
l any of these goods; neither does it appear that he has been 
the vendor of such goods having attached thereto these words. But it 
seems to be assumed that, because he 1s the inventor of the system, he 
has, therefore, the right to make concessions of the use of the words 
which he has employed to designate his particular system. Such a cor 

dition of affairs in no way conferred upon Prof. Jaeger any proprietary 
right, as he has not been engaged in trade, and has, therefore, been unable 
to acquire any proprietary right in a trade-mark.” 


In the present case it is clearly shown that the Ivan B. 
Nordhem Company acquired a property right in a trade-mark 
which had been used for many years by its predecessor in busi- 
ness. Not only is the particular process used by the licensees of 
the Nordhem Company, but the quality and character of the 
merchandise produced by these companies is under the control 
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of the Ivan B. Nordhem Company. In thus causing the g 


and the licensees to conform to a certain standard of excellence 
which was advertised to the public, the Ivan B. Nordhem Com- 
pany, in my opinion, fulfilled the essential requirements of a trade- 
mark use. It is well settled that not only may trade-marks be 
adopted by manufacturers but also by dealers and distributers, 
the functions of such trade-mark in the latter case being to indi- 
cate the goods selected by the proprietors of the trade-mark. 

Paul in his work on trade-marks, says: 

“It is the leading principle of the law of trade-marks that the manu 


facturer or merchant who has produced or brought into market an article 
of use or consumption that has found favor with the public, and who, by 
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Ve 


afhxing to it some name, device, or symbol which serves to distinguish 
it from all others, has furnished his individual guaranty of its value, shall 


receive the reward of his skill, and shall not be deprived thereof by in 
fringement or imitation.” Section 9.) 


In view of the facts above stated I am clearly of the opinion 
that the opposer, Ivan B. Nordhem Company, would be likely 
to be damaged by the concurrent use of the alleged trade-mark 
of the applicant which it is sought to register. 

It is held that the decision of the examiner of interferences 
sustaining notice of opposition and adjudging that Chris. F. 
Frerichs & Co. is not entitled to the registration for which it has 


made application is right and is accordingly affirmed. 


{A suit for infringe t of the trade-mark here involved was brought 
rainst the Anthony Baking Company, who were engaged in the manu 
facture il ad sal oO! I | ( I the Nahe “Tor Not *h + To a complaint 


alleging substantially the facts set forth above, the defendant demurred on 
the ground that it did not state facts sufficient to constitute a cause of 
action. The New York Supreme Court at a Special Term, held in Monroe 
County, in March, 1910, overruled the demurrer. The case was afterward 





settled by the defendant’s agreement to discontinue the use of its mark, 
and no further adjudicatior f the rights of the parties was had. The 
status of the Nordhem Compa in the transaction does not appear to 
differ greatly from that of a dealer, the owner of a trade-mark, who has 
goods made for him or to his order, applying his trade-mark thereto, his 
part in the manufactur ing confined to the inspection and approval 
of the finished product 1 the acceptance thereof for the purpose of his 
trade. Shelly v. Sperry, 99 Southwestern Rep., 488 

On the question of the lidity of a license to use a trade-mark on 
goods of the licensee, St § \ Joseph k Peel es Sons Co., 58 Fed 
Rep., 585; Griggs Co ( v. Erie Preserving Co., 131 Id., 359; Bloss 
v. Bloomer, 23 Barbour (N. Y.) 604; Samuel v. Berger, 24 Id., 163; Adam 
v. Folger, 120 Fed. Rep., 260; Hoffman v. Kuppenheime Co., 183 Fed. 
Rep., 597.| 


Ex Parte, THe V1-Strx Propucts CompANyY. 
175 O. G., 846.) 
February 5, 1912. 


OPPOSITION \MENDM}I or APPLICATION AFTER ADVERSE DECISION 
Where an opposition was filed to the registration of a mark on the 
ground that one of its features constituted the mark of the opposer and 
such opposition was decided adversely to the applicant, his application 
may thereafter be amended by omitting this feature, if the mark is not 
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thereby mutilated and upon the filing of an affidavit that the mark with- 
. out this feature was actually used by the applicant as a trade-mark. 


Mr. Vernon E. Hodges, for the applicant. 


TENNANT, Assistant Commissioner.—This is a petition that 
the applicant be permitted to disclaim the representation of the 
cross-lines appearing in its mark and that the Examiner be in- 
structed to pass the case to allowance. 

It appears that an opposition was filed to the registration of 
this mark by Farwell and Phines on the ground that they were 
the owners of a registered trade-mark consisting of cross-lines 
and that the registration of applicant’s mark would be likely to 
damage them. The opposition was not contested. Applicant 
filed a disclaimer of the right to the exclusive use of the cross- 
lines; but the Examiner of Interferences rendered judgment 
against it on the ground that it had filed neither plea, demurrer, 
or answer within the time set. 

As pointed out by the Examiner of Trade-Marks, the relief 
asked for can not be granted, since an applicant can not disclaim 
an arbitrary and fanciful feature of a mark owned and registered 
by another. The Examiner suggests that the applicant might be 
permitted to remove the feature in question from the drawing. 
This could be done, however, only if the mark actually used by 
the applicant is not thereby mutilated and upon the filing by appli- 
cant of an affidavit that the mark without the representation of 
the cross-sticks was actually used by it as a trade-mark. (Ex 
parte Wayne Poultry Tonic Company, 164 O. G., 251.) 

Jurisdiction of the application is therefore restored to the 
Examiner of Trade-Marks for further prosecution and for action 
in accordance with this decision. 


JouHNn F. JELKE Co. v. Emu, Fietscur, & Son. 
(176 U. G., 274.) 


February 2, 1912. 


Goons OF THE SAME DESCRIPTIVE PROPERTIES—RBRUTTER AND OLEFOMARGARIN 
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Butter and oleomargarin are goods of the same descriptive prop- 
erties within the meaning of the Trade-Mark Act. 


Messrs. Poole & Brown, for John F. Jelke Co. 
Mr. F. T. F. Johnson, for Fleischl & Son. 


BILLINGs, First Assistant Commissioner.—This is an appeal 
from the decision of the Examiner of Trade-Marks refusing to 
dissolve the interference upon a motion brought by Emil Fleischl 
& Son alleging that the mark used by the respective parties hereto 
is applied by them to goods of different descriptive properties. 
John F. Jelke Co., the junior party, also urge the dissolution. 

It appears that the same mark is applied by one party to 
“Oleomargarin” and by the other to “Butter.” It is the contention 
of both parties that the oleomargarin laws of August 2, 1886, 
(24 Stat., 209), October 1, 1890, (26 Stat., 621), and May 9g, 
1902, (32 Stat., 193), have created a commercially-distinct article 
of oleomargarin and that whatever may have been the case before 
such laws were passed butter and oleomargarin must now be 
considered goods of different descriptive properties within the 
meaning of the Trade-Mark Act. They call attention to the pro- 
visions of the law which require oleomargarin to be so labeled and 
sold that the possibility of its being palmed off on a purchaser for 
butter is reduced to a minimum. 

These very provisions of the law, the object of which is to 
prevent confusion between butter and oleomargarin, are to my 
mind a reason against permitting the same mark to be applied by 
these parties to their respective goods rather than a reason for 
dissolving the interference and granting separate registrations to 
each of them. It is believed that the Patent Office should not 
lend itself to such a use of the right of registration. 

It may be said further that, even assuming that the law has, 
as urged by appellant, thrown such restriction around the sale 
of oleomargarin that it is now easy for the purchaser to dis- 
tinguish it from butter as found on the market, it does not follow 
from that alone that the goods are of different descriptive prop- 
erties nor is the case of The Muralo Co. v. National Lead Com- 
pany, (165 O. G., 475; 36 App. D. C., 541), cited by appellant, 
considered authority for such holding. That case involved the 
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question of similarity of marks as well as similarity of goods. A 
purchaser of the most limited intelligence would also be able to 
distinguish a pair of high patent-leather shoes from a pair of tan 
oxfords, and he could scarcely be induced to accept the one for 
the other by reason of any trade-mark they might bear. One is 
a substitute in use for the other in the same sense that butter and 
oleomargarin are substitutes for each other. Yet it would scarce- 
ly be contended by any one that these kinds of shoes are goods 
of different descriptive properties and that the Office might 
properly register the symbols “UNXLD” to one company as a 
trade-mark on high black shoes and the identical mark to another 
company for use on tan oxfords. ‘To do so would obviously tend 
to defeat the very purpose for which trade-marks are used and 
in the interests of which they are registered—namely, to readily 
identify goods as those of a particular maker or those for which 
a certain person stands responsible. 

The agreement of the parties to a dissolution can not be per- 
mitted to control where the Office is clearly of the opinion that 
the separate marks should not both be registered. In this case 
I am clearly of the opinion that the goods were properly held to 
be of the same descriptive properties. 


The decision of the Examiner of Trade-Marks is affirmed. 


DIGEST OF MANUSCRIPT DECISIONS 
Descriptive Terms. 


The words “Ground Gripper,” as a trade-mark for boots and 
shoes and lasts for manufacturing same, are descriptive. A book- 
let on file with the application, entitled “The Ground Gripper” 
and setting forth the characteristics and advantages of the shoe 
to which this mark is alleged to be applied, clearly indicates the 
descriptive character of the term. It shows that the shoe is 
claimed to give the foot an exceptionally firm hold upon the 
ground and that the name is meant to so indicate. (!) 


(1) Ex parte, E. W. Burt & Co., Inc., January 9, 1911. 
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The words “Orange Lily,” for suppositories and other medi- 
cinal preparations, are either descriptive or deceptive and in 
either case are not registrable. Preparations containing orange 
extract and extract of pond lilies, or lilies-of-the-valley, are used 
in medicine. It can not, therefore, be claimed that the term in 
question is fanciful. (+) 

The mark “Mello” for chewing gum is descriptive. It is a 
mere misspelling of the word “mellow” and indicates a desirable 
quality in chewing gum, to wit, that it is soft and not brittle or 
crumbling. The fact that the word has been previously registered 
as a trade-mark for crackers, wafers and biscuits is immaterial. 
The validity of that registration is not in question and the grant 
of such registration constitutes no reason for allowing the pending 
application. (= ) 

The word “Evergreen,” applied to canned fruits and vege- 
tables, is descriptive. To the average purchaser, the word in- 


dicates that the goods are as nearly in a natural and fresh condi- 


tion as it is possible to obtain them and that they will remain so. (*) 


The words “White Oak,” on a shield shaped like an acorn, is 
a descriptive mark, when applied to boots and shoes. The words 
indicate that oak tanned leather is used in the manufacture of the 


shoes. { 1) 


n-Descriptive Terms. 


The word “Wrightworth,” applied to hoisting engines and 
traction hoisting drums, is purely arbitrary and not a descriptive 
term. The examiner held, that the applicant's mark was made 
up of the descriptive word “right” misspelled, or else of the sur- 
name “Wright,” combined with the descriptive word “worth;” 


that it was immaterial whether the first part of the mark was a 


(1) Ex parte, Cooml Malling Co., May 16, 19011 
(2) Ex parte, Texas Gum Co., July 27, 1911 
(3) Braklev v. Sears & Nichols Co., September 30, 1911 


(4) Ex parte, \merican Hand Sewed Shoe Co., October 24, IQI! 
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misspelled descriptive word or a surname, since neither is regis- 
trable, and the combination of such a word with the clearly de- 
scriptive word “worth” does not constitute a valid trade-mark. 
The examiner also referred to decisions of the commissioner, that 
“Serveself” did not constitute a valid trade-mark for sandwiches 
and other similar articles and that the word “Autowear” was a 
misspelling of the phrase “ought to wear” and was descriptive as 
applied to hosiery. The present case is, however, clearly dis- 
tinguishable from the cases cited, in that the combined word 
here sought to be registered has no meaning in or of itself. It 
is not believed that it would suggest to the ordinary purchaser a 
meaning equivalent to “Right Worthy” or “Worthy of Use” and, 
if not the name of an individual, it is purely an arbitrary word 
and entitled to registration. (1) 

The word “Imperial” is not descriptive of the quality of 
flour, although remotely suggestive of superiority. Citing, Ray- 
mand vy. Royal Baking Powder Co., 85 Fed. Rep., 231; Distin- 
guishing, Bedleston & Woerz v. Cook Brewing Co., 74 Fed. Rep., 
229, on the ground that the word “Imperial” in the latter case was 
used as a grade mark and not for purposes of distinction. (7) 

The word “Mother’s,”’ as a trade-mark for macaroni, spa- 
ghetti and vermicelli is not descriptive. The case is clearly dis- 
tinguishable from those cited by the examiner as a ground for 
refusing registration. In Ex parte, American Candy Co., 7 Ms. 
Dec., 236, the word “Grandma’s” was refused registration upon 
the following grounds: 


“Homemade candy was years ago known to nearly every household, 
often made from receipts which were handed down from one generation to 
another: and candy so made can truthfully be called ‘Grandma’s Candy.’ ” 


In Ex parte, Newton Steel Cut Milling Co., 67 Ms. Dec., 
192, the word “Grandma's” was refused registration for cereal 
foods. In E.v parte, E. A. Rice Co., 83 O. G., 1207, the words 
“Better Than Mother’s” were held descriptive as applied to mince 

(1) Ex parte, William B. Hough Co., February 2 
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as 
(2) Heath v. Duluth Superior Milling Co., May 3, 1ort. 
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meat. This phrase is obviously intended to be descriptive and ap- 
peals to the mind instantly as being merely a catchy advertising 
expression. The word ‘“Mother’s” applied to macaroni is much 
more fanciful and significant and at most is only remotely lauda- 
tory of the goods. The applicant points out that the office has, 
since the decision, cited by the examiner, registered the words 
“Mama’s” for pancake flour, No. 40928,; “Mother,” for crushed 
oats, No. 51059; “Mother's” for gelatine, No. 75508 and for corn 
meal, hominy, and hominy-grits, No. 75622. The refusal of the 
examiner to register the mark was, therefore, in error. (!) 

The word “Fabrikoid” as a trade-mark for imitation leather 
is not properly refused registration. The termination “oid” means 
like or resembling, but the principle applied by the United States 
supreme court in the case of the Standard Paint Co. v. Trinidad 
Asphalt Mfg. Co., 1605 O. G., 971, refused registration to the word 
“Ruberoid” on the ground that it meant “similar to rubber” is not 
applicable in this instance. In the application of that principle, 
the word “Fabrikoid” would denote an imitation fabric and not 
an imitation leather. Analogy would be found if the word 
“Leatheroid” were sought to be registered for an imitation leather, 
which term would be plainly descriptive. - The article to which the 
trade-mark is applied is a fabric, so coated as to have the appear- 
ance of leather. Moreover, the patent office has already held, 
that the mark is arbitrary in character by registering it to the 
predecessor of the applicant, for the same goods. The application 
must be allowed. 

A mark for alimentary pastes, consisting of the representation 
of a saucepan nearly filled with liquid and resting upon the top 
of a stove, with a hand holding a box, the end of which is open 
and from which sticks of spaghetti or other goods are pouring 
into the liquid, is not so clearly descriptive as to be unregistrable. 
The mark may suggest that the goods are in a partly prepared 
condition and that the preparation may be completed by emptying 

1) Ex parte, Mother's Macaroni Co., August 7, 191 


(2) Ex parte, E. |. du Pont de Nemours Powder Co., September 23, 
IOl1 
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the contents into boiling water, but that fact does not make the 
mark descriptive. (1) 

The word “Caterpillar” is not descriptive of a self track- 
laying traction engine, which progresses by means of an endless 
link belt running around a pair of wheels on each side. The most 
that can be said, is that its movement has a certain fancied re- 
semblance to that of the caterpillar and that the word is, there- 
fore, slightly suggestive. The fact that the designation was im- 
mediately applied to the engine by those who saw it work is not 
decisive of its descriptive character. (2) 

The name “Hygeia” for coffee is not descriptive. Citing, 
Consolidated Ice Co., v. Hygeia Distilled Water Co., 151 Fed. 
Rep., Io. (*) 

1) Ex parte, Foulds Milling Co., September 26, 1011. 


(2) Ex parte, Holt Mfg. Co., October 19, 1911. 
(3) Levering Coffee Co. v. Merchants Coffee Co., November 15, IQII. 
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